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Omce Action Summary 



AppMcant{s) 

YOKOMIZO, FUTOSHI 



- The UAIUNG DA TE of this (Mmmunleatlon appears on the cover sheet with the correspondence address ~ 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 



THE MAILING DATE OF THIS C^MMUNICATION.^^ 




Status 

I )□ Responsive to communication(s) filed on . 

2a)0 This action is FINAL. 2bM This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle. 1 935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) EI Claim{s) Ml is/are pending in the application. 

4a) Of the above claim{s) is/are withdrawn from consideration. 

5) {3 Claim(s) is/are allowed. 

6) ^ Claim(s) 1-11 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) D Claim{s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)n The drawing(s) filed on is/are: ajD accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 

I I )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. • 

Priority under 35 U.S.C. § 119 

12)S Aci<nowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)IEl All b)n Some * c)n None of: 

1 M Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. . 

3.n Copies of the certified copies of the priority documents have been received In this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Claim Rejections - 35 USC§ 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-10 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the invention. 

The phrase "by ftinctioning" either an enzyme or acidic catalyst "to palm kernel meal", is 
indefinite in claims 1-2. It is unclear as to what is intended and encompassed by the term "functioning" 
(or "fiinctioned", as in claim 2). If this term is intended to mean "adding", it is suggested that this be 
amended as such. However, the term, as it stands, is unclear within the context of the claim. 

Claim 8 is indefinite for the language found within the last two lines of the claim, namely 
"wherein a mannan degrading enzymic solution is reacted with the amount equal to or less than 400 
weight% to palm kernel meat (emphasis added). The relative amounts and percentages of each 
component are unclear, in part due to the recitation of the "400 weight %", as well as the terms "with the" 
and "to palm kernel meal." Further, the claim does not clearly state whether "the amount" reacted 
actually refers to palm kernel meal, or to some other non-specified component which is in relation to a 
percentage of the palm kernel meal. Clarification and amendment is requested. 

Claim 10 is indefinite, as it refers to a composition (the palm kernel meal) "according to claun 2". 
Claim 2 is directed to a method, and thus claim 1 0 is indefinite, as it does not positively refer to a 
composition. 

Claini Objections 

Claim 9 is objected to because of the following informalities. Appropriate correction is required. 

• For grammatical purposes, the term "to" may be suggested to be placed between the terms 
"feedstuff' and "which", in line 1 , thus reading "A feedstuff to which is added...". However, it 
is noted that this claim reads, and would still read, upon a simple feedstuff without the palm 
kernel meal, regardless of whether the meal was added to it at some point in the liiture, or not. In 
other words, it is suggested that the claim be amended to positively recite that the feedstuff 
comprises the mannose-containing palm kernel meal produced by the method of claim 2. 
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Double Patenting 

The nonstatutory double patenting lej action is based on a j udicially created doctrine grounded in 
public policy (a policy reflected in the statute) so as to prevent the unjustified or improper timewise 
extension of the "right to exclude" granted by a patent and to prevent possible harassment by multiple 
assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 
F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer m compliance with 37 CFR 1.321(c) may be used to overcome 
an actual or provisional rejection based on a nonstaUitoiy double patenting ground provided the 
conflicting application or patent is shown to be commonly owned with this application. See 37 
CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal disclaimer. 
A terminal disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 



Claims 1-10 are provisionally rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-9 of copending Application No. 10/250,452 
(currently allowed). Although the conflicting claims are not identical, they are not patentably distinct 
from each other because the co-pending claims are directed to a method for adding a mannan-degrading 
enzyme to either copra meal or palm kernel meal, adding dry cellulose-containing particles to the 
composition, and drying. This wholly encompasses and provides for the general method of adding a 
mannan-degrading enzyme to palm kernel meal, and the resultant compositions therefrom, as instantly 
claimed. 

This is a provisional obviousness-type double patenting rejection because the conflicting claims 
have not in fact been patented. 
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Conclusion 



The following is a statement of reasons for the indication of allowable subject matter: 
The addition of a mannan-degrading enzyme and/or an acidic catalyst to copra meal to produce 
said meal containing mannose, was known in the art. See for example JP 2000-270890. Paragraph 0009 
of this document (see computer-generated English translation, attached) provides various plant sources 
for mannan, of which palm (kernel meal) is not one. WO 95/17103 (PCT/GB94/02802), of record, 
briefly discusses the possible addition of mannan-degrading enzymes to palm kernel meal, at pages 5-6. 
However, this passage clearly states that the enzymes should be selected for the production of manno- 
oligosaccharides only, "without causing substantial further breakdown to mono and di-saccharides." 
Thus, there is no teaching or clear suggestion in the prior art for one of ordinary skill to process palm 
kernel meal by adding a mannan-degrading enzyme and/or an acidic catalyst, to produce a mannose- 
containing palm kernel meal. 



* * Examiner 's note: In light of the indication of allowable subject matter, applicant is 
encouraged to maintain the simplicity of the claimed invention in any forthcoming amendments, in order 
to avoid any potential new rejections, and so that upon overcoming the above rejections, the application 
may be passed to issue at such time. 



Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Keith Hendricks whose telephone number is (571) 272-1401. The examiner can normally 
be reached on M-F (8:30am-6pm); First Friday off 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Milton Cano can be reached on (571) 272-1398. The fax phone number for the organization where this 
application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EEC) at 866-217-9197 (toll-free). 
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